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herewith Appendix A which is a »marked-up» copy of amended claim 2. 
A -clean" copy o£ the amended claim is provided as Appendix B. 
Support for the amendment may be found at page 8, lines 6-16 and 
elsewhere in the specification and claims. No new matter has been 
added within the meaning of 35 U.S.C. §132. 



REMARKS 



Claims 2-18 are currently pending in the present application. 
Claim 2 is an independent claim drawn to a process for preparing a 
„ax composition from crude sugar cane wax with claims 3-16 
depending therefrom. Claim 18 is an independent claim drawn to a 
food grade wax composition with claim 17 depending therefrom. 

in the Final Official Action, the Examiner sustained previous 
rejections of all pending claims under 35 U.S.C. 5 103(a>. With 
regard to claims 2-16, the Final Official Action states: 

i-hP references do not teach 
Ssination^wn^ e|e\t£ r m Haillarc . reaction, 

not recited in the re 3 ^ cla ™ sp e C i £lc 9 at ion, 

« uViust Aa|^ > 
compared to the prror art See In re Casey^ 

cu a «entl y r rec e°d ^ m^V'claims do not 
""ude any limitation stating a particular benefrt 
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x. TVin<? the claims are 

^rpre^^- - o £ the 

intended purpose. 

. . _ nff , rP action of January 14, 2002, 
As cited in ^%°%l^ de l C %° 01 , teaches the recited 
the primary ref erence, Wilder a ^ iso -propanol to 

method steps (i.e. heat ing cru de wax step Qf 

remove pitch from the wax) ^ e pt residual 

repeating the ^P^^Jte? treatment with the oxygen 
peroxides from the wax ^er known in the 

^as. However, these are conv, antia n * wilder > 80 7. 
prior art for accomplishing the same rpose of 
With respect to «P ea ^fw'ax and the other 

Wilder '807 i» to ^ «J ^ ' et al . f Linden, 
reference, such as Aral a , purifying sugar 

teach repeating the ^^^s a similar purification 
cane wax. Fuege who teaches a includes repeating the 
method applied to a ^^ ^Zes the conventional 
separation steps, and fu rther te, a . gtep . Thus 

need to remove peroxides af * er re a f n erences since they are 

a purified wax from a crude wax. 

* a ri.im 2 to include properties of the 
Applicant has amended claim 2 

-i nmrpss Accordingly, the 

novel wax produced by the claimed process. 

process 0£ claim 2 is directed toward preparln, a rood 9 rade wax 
composition havln, properties includin, a color In a ran g e of pale 
yell ow to colorless, a hardness comparable to Carnuba wax, and 
beinq £ ree o £ color precursors responsible ror brownin, via 
Halliard reaction, wherein sard wax composition is prepared from 

^ i-hP rited references attempt to 
crude sugar cane wax. None of the cited 

onal as the present invention as defined by 
accomplish the same goal as tne P 

amended claim 2. 

if erred to Applicant's argument 



Further, the Examiner is re] 
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co fiTpd to the Official Action designated 
submitted with the Response filed to th 

paper 10. 

Rs pointed out in that Response, the U.S. Supreme Court rn 
GM ^^S^, US U.S.P.Q. «9 — -t non- 

n q C 103 by (1) determining 
obviousness was determined under 35 U.S.C. 

^r- art* (2) ascertaining the 
the scope and content of the prror art. 

resolvin, the levei of ordinary still in the art,- and ,4, ino,uirin g 
as to any objective evidence of non-obviousness. 

further, applicant respectfully traverses the rejection 
because all three pron.s for a pri^a facie case of obviousness have 
not been estabiished for each of the rejections. Specifically, all 
th e clai, imitations are not present in the cited references and 
one of orrery s.ill in the art would have no .otivation to .odify 
the cited references into the present invention. 

To establish a pri.a facie case of obviousness, the Examiner 
mu st establish: ,1, that so m e suction or .otivation to modify 
the references exists; ,2, a reasonabie expectation of success, and 
' (31 that the prior art references teach or surest all the clai, 

. „• , m re Fine, 5 "SPQ2d 1596, 1598 (Fed. Cir. 1988); 
limitations. m re cxn _, 

ia nqP02d 1016, 1023 (Fed. Cir. 
Aiogj^J^v^^^ 18 USPQ2d 

i«r ITSPO 494, 496 (C.C.P.A. 1970). 
1991); j" ^ Wilson, 165 USfy 

A priM facie case of obviousness m ust also include a showin, 
of the reasons why it would be obvious to m odify the references to 
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<5*p Fx DarteClann, 277 USPQ 972, 
produce the present inventxon. See Ex_joarte 

973 (Bd. Pat. APP- * mter. 1985). The Examiner bears the initial 
burd en to provide see convincing line of reasoning as to why the 
arti san would have found the claimed invention to have been obvious 
in light of the teachings. Id. at 974. 

The process described and claimed in the present application 
is a combination of physical and reaction steps which removes 
purities, such as color and polar lipids, providing a wax with 
lD w, and most importantly, ^ color and n^o^^i^ 
with a higher alcohol content, providing a sharper melting point 

The benefit of the wax produced now is defined in 
and hardness. The ceneiiL 

amended claim 2. 

T „e novelty of the claimed inventive process is the level of 
Impurities and stability of the wax. In this wax, as defined in 
emended claim 2, the stability has been addressed by induct the 
tactions me oxidation, Halliard reaction and polar Uprd 
formation and subse q uently removing the products and intermediate 
pr oducts which can induce further reaction, mediate color, odor 
and taste are reeved by fractionation, stripping and adsorption. 
• MmblnaU£!1 ^e^^ Produces a uni q ue wax product, wh.ch 
h as not been prepared by previous processes suggested by the 
■ Examiner either Individually or in combination. 
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Summary of Differences between 
the Claimed iXnSve Process and the Cited References 

Wilder at al. produces a final product of hardwax, which has 

been oxidized and has less odor. However since the Wilder et al. 

process has not removed intermediate peroxide, the product wax will 

-to react Furthermore, since sugars, amino acids and 

continue to react. 

- ™,™,»H these will remain as impurities and 
phosphates are not removed, these 

precursors for color and pitch formation. 

aunuichi et al. produces a hardwax but, rather than solvent 
fractionation, the process uses saponification to convert the fatty 
cids into insoluble soaps. The final hardwax is unrefined and 
ill still change again because of the presence of impurities 
suggested above and the presence of unsaturation. 

Linden et al. produces a solvent fractionated hardwax. It 
WO uld be similar to the processes of deresination implied by WUder 
et al. used in producing hardwax. This hardwax will still contain 
the same impurities and precursors as contained in the .unuichi et 
al. hardwax. 

Fu ege et al. uses a solvent fractionation followed by chemical 
bleaching. *s suggested by Wilder et al. the chemically bleaching 
may address the presence of unsaturation but it does not address 
th e presence of the precursors. The use of chemical bleaching, 
wh ich is a stronger oxidation reagent, will change the molecular 



a 



w 
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structure of the wax. As such, the final product will be unlike 
that of the claimed inventive process. 

Cheng et al. uses inert gas to strip volatile components such 
as fatty acids and peroxide products to remove odor and color. 
Fatty acids in this process are not solvent fractionated as in the 
sugar cane wax. The peroxides are products produced with storage 
and/or exposure to oxygen. These are impurities, which are already 
present in the oil. The application of inert gas to strrp 
impurities already present in the wax will have a temporary 
refining effect. Sugar cane wax contains chemical components, 
wh ich will oxidize and form odor and taste. As such, the 
application of Cheng et al. process will nave the same effect 

as the claimed inventive process. The claimed inventive process 
induced the oxidation of the wax component and then removal of the 
intermediate products by gas stripping. Note that oxidation is 
avoided in the edible refining of oil. As such, oxidation gas . 
stripping as used in the claimed inventive process is not used xn 

the oil refining process. 

Hilfman uses hydrogenation, which was not used in the claimed 
inventive process. The hydrogenation of the wax in the presence of 
inert gas at temperatures between 250° to 500 = 0, will certainly not 
produce the wax in the claimed inventive process. 

As such, the wax produced has similar composition to some of 
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t he waxes referred to by the Examiner. Hoover the stability and 
le vel of purification achieved is different to what has been 
achieved or addressed by previous processes in sugar cane wax. 

Applicant respectfully submits that amended claim 2 is not 
cbvious over the prior cited against the claim as there is no 
teaching or motivation to cosine the references in an attest to 
achieve the inventive subject matter of claim 2. In particular, 
the prior art fails to teach or render obvious the method and wax 
produced therefrom as claimed in amended claim 2. Therefore the 
remaining claims are not obvious because the refining claims 
contain the limitations set forth in claim 2 and the prior art 

fails to teach those limitations. 

* r« n . rpsoectfully submits that claimed 
Accordingly, Applicant respectruny 

inventive subject .after is not obvious over the cited references 
and respectfully revests reconsideration and withdrawal of the 
rejection of claims 2-16 as being obvious thereover. 

T v.. ^.mt j ~.^«-iva ermiposition 

in the Final Official Action, the Examiner sustained previous 
rejections of all pending claims under 35 U.S.C. S103«a,. With 
regard to claims 17-18, the Final Official Action states: 

With respect to the argument s directed - £aims 17-d 
18, any compositions comprises Applicant is 

Tefinder pSct-by-process ciaims are 
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llal fd by and <*«n^ 

patentbility is based ^ ^^^T^s method 
patentability of a P^^^t in the product-by-process 
of production. If the P^duct in tn P fc Qf the 

claim is the same as or obno ^ P th fche 
prior art, the clam is ""P^enta^ „ (In re 

£rior product -s ,ade ,y a^di ^eren^ P ^ ^ ^ 
Thorpe, 777 F.^a 
1985) (Citations omitted) j . 

Appli can t is aware that patenta.ility o £ pro d uct- b y-process 
claims is fased on the pro d uct itsel, ^canf s Prions 
response U1 «t»t- -at the pro.uct fro, pro d »ct- b y-process clar, 
ls dlf£er ent fro, the product listed * «- P^r art cit- *V - 



Examiner. 



To reiterate, Claim « - -»-n to a food 9 rade wax 
composition, - composition comprise on a wei g ht -is: wax 

o a a s*. tri-glycerides, u-J-s, 
esters, 6.2-11%; aldehydes, 2.8-9.5., 

f,fr-., acids, sterols and polar 
alcohols, 1.8-44.5%; and free fatty acrds, 

lipid s, 3.8-87.2%. Claim 1, depends fro, claim 1 an d is drawn 
. co.esti.le which includes the foo d ,rade wa* composition of clarm 



1\ 



In contrast, Synos.y et al. .H1241, disclose a m i 1S ^M 
b _^_ Mmi Z which contains a.out 15-25 wei,ht percent 
synthetic elastomer, a.out 40-70 wei 9 ht percent synthetic elastomer 
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plasticizer including a terpene resin, about 10-25 weight percent 
wax, about 1-12 -iaht percent softener and about 0-3 weight 
perce „t £ iiler. Minor guantities of antioxidants and other 
ingredients may also be present. 

Further, the Examiner asserts the secondary reference, Miguel- 
Colu.be! et al. .U.S. Patent No. 5.882,657,, teaches the 

composition. 

The Examiner also relies on Lake (U.S. Patent No. 5,882,657, 

-o ^r-nriP suaar wax composition of 
as evidence of the conventional crude sugar 

fatty acids, alcohols, esters and aldehydes. 




inventive subject matter 
The differences between applicant s inventi 

and the cited references are readily apparent from their 
independent and distinct disclosures and claims. It appears that 
the rejection is predicated on the Examiner ignoring the fact that 

r,f the oresent inventive subject matter of 
the wax composition of the present 

claim 18 is a unigue entity, i.e., it is a composition comprising 
the components recited in the claim and is not part of the more 

i oi The present 

complex compositions taught by Synosky et al. 

K'^t matter thus provides a composition that can be 
inventive subject matter wub v 
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per se obtained fro, sugar cane wax and does not have to be 
constituted from individual components. 

The foregoing notwithstanding, the Synosky et al. and 

,Hi-h resoect to sterols, one of the 
secondary references are silent with respect 

components of the composition of the present Inventive subject 
matter of claim !8 .the composition comprises 36.8-87.2% free fatty 
acids, sterols, and polar lipids) . Thus, even when Lake or Mi g uel- 
Colu.be! et al. are combined with Synos.y et al. the sterol 
component is still not taught. Thus, the combination of the 

nJ <--n v.** lackina an essential component of the 
references would still be lacking 

claimed inventive subject matter. 

Further, as the Examiner correctly points out, Synosky et al. 
is silent in teaching 2.8-9.5% aldehydes. Even assuming Synosky et 
al teaches the use of sugars as sweetener and reducing sugars are 
aldehydes, Synosky et al. does n^ teach the presence of aldehydes 
in 2 8 _ 9 . 5% by weight of the composition. Neither do the secondary 
references of Lake or Miguel-Columbel et al. teach the presence of 

. 'n 9 8 9 5% by weight of the composition. Again, the 
aldehydes m 2.8-y.5» oy WCJ -y 

-i^ o-i--i"n be lacking an essential 
combination of the references would still 

w ■ Tn^-t-i-^r In sustaining 
component of the claimed inventive subject matter. 

the rejection of claims 17-18, the Examiner discusses that the 

patentability of product-by-process claims are determined by the 

patentability of the product. Applicant has shown that the claimed 
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product is not taught by the cited reference, (presence of 
aldehydes in 2.8-9.5% by weight of the composition). 

Accordingly, applicant respectfully submits that claimed 
inventive subject matter is not obvious over the cited references 
and respectfully requests reconsideration and withdrawal of the 
rejection of claims 17 and 18 as being obvious thereover. 



roNCLUSION 

In view of the foregoing, applicant respectfully requests the 
Examiner to reconsider and withdraw the rejection of the claims and 
to allow all of the claims pending in this application. 

If the Examiner has any questions or wishes to discuss this 
matter, the Examiner is welcomed to telephone the undersigned 
attorney. 

Respectfully submitted, 
NATH & ASSOCIATES PLLC 



Da 



NATH & ASSOCIATES 

1030 Fifteenth Street, N.W. 
Sixth Floor 

Washington, D.C. 20005 
Tel: (202) 775-8383 
Fax: (202) 775-8396 




M. yNath 
No/ 26,965 
-aid L. Meyer 
"Reg. No. 41,194 
Customer No. 20529 
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BOX RCE 

Attorney Docket No. 23999 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Application of 

Marjorie Gan VALIX 

Serial No.: 09/402,362 Group Art Unit: 1761 

Date Filed: October 4, 1999 Examiner: R. Madsen 

For: FOOD GRADE WAX AND PROCESS FOR PREPARING THE SAME 

APPENDIX A - "MARKED -UP" COPY OF CLAIM AMENDMENTS 

Please amend claim 2 as indicated below. Applicant submits 
herewith the following "marked-up" copy of amended claim 2 under 37 
C.F.R. § 1 . 121 (c) (ii) . No new matter has been added within the 
meaning of 35 U.S.C. §132. 

2. (Twice Amended) A process for preparing a food grade wax 
composition having properties including a color in a range of pale 
yellow to colorless, a hardness comparable to Carnuba wax, and 
being free of color precursors responsible for browning via 
Maillard reaction, wherein said wax composition is prepared from 
crude sugar cane wax [, the] and said process comprising the steps 
of: 

i) heating a solution of the crude wax with a lower alcohol as 
solvent at the boiling point of the solvent; 

ii) allowing phase separation of the solution from (i) and 
decanting the upper phase while hot; 

iii) allowing the separated upper phase from (ii) to cool and 
separating crystallised wax from the solvent; 

iv) repeating steps (i) to (iii) using the wax from (iii) 
until all pitch has been removed from the wax; 

v) heating the wax to between 90 and 140 'C and oxidising 
molten wax with oxidising material; and 

vi) continuing the heating under an inert gas on completion of 
the oxidation step until intermediate peroxide products are 
removed . 





6 BOX RCE 

MAR 1 0 2003 ' Attorney Docket No. 23999 

5* IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of 

Marjorie Gan VALIX 

Serial No.: 09/402,362 Group Art Unit: 1761 

Date Filed: October 4, 1999 Examiner: R. Madsen 

For: FOOD GRADE WAX AND PROCESS FOR PREPARING THE SAME 

APPENDIX B - "CLEAN" COPY OF CLAIM AMENDMENTS 

Please amend claim 2 as indicated below. Applicant submits 
herewith the following "clean" copy of amended claim 2 under 37 
C.F.R. § 1.121(c) (iii) . No new matter has been added within the 
meaning of 35 U.S.C. §132. 



g / 2 - (Twice Amended) A process for preparing a food grade wax 

composition having properties including a color in a range of pale 
yellow to colorless, a hardness comparable to Carnuba wax, and 
being free of color precursors responsible for browning via 
Maillard reaction, wherein said wax composition is prepared from 
crude sugar cane wax and said process comprising the steps of: 

i) heating a solution of the crude wax with a lower alcohol as 
solvent at the boiling point of the solvent; 

ii) allowing phase separation of the solution from (i) and 
decanting the upper phase while hot; 

iii) allowing the separated upper phase from (ii) to cool and 
separating crystallised wax from the solvent; 

iv) repeating steps (i) to (iii) using the wax from (iii) 
until all pitch has been removed from the wax; 

v) heating the wax to between 90 and 140 *C and oxidising 
molten wax with oxidising material; and 

vi) continuing the heating under an inert gas on completion of 
the oxidation step until intermediate peroxide products are 
removed. , „ 



